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WIlliamO. Ferron, Jr. of Seed and Berry, LLP for
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Before Cissel, Walters and Bucher, Adm nistrative
Trademar k Judges.

Opi nion by Cissel, Adm nistrative Trademark Judge:

On June 21, 1994, Registration No. 1,872,264 issued
on the Principal Register, under the provisions of
Section 2(f) of the Lanham Act to M crosoft Corporation,
a corporation organi zed and exi sting under the | aws of
the state of Delaware. This registration is for the mark
“W NDOWS” for “conputer prograns and manuals sold as a
unit; namely, graphical operating environment programnms

for mcroconmputers.” On January 12, 2000, registrant
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filed an affidavit under Section 8 of the Act, and this
affidavit was accepted on Decenber 8, 2000.

On July 10, 1997, however, a Petition to Cancel had
been filed by En Fleur Corporation, a North Carolina
corporation located in Louisburg, North Carolina. As
grounds for cancellation, petitioner asserted priority
and |ikelihood of confusion with petitioner’s
unregi stered mark “W NDOWPAD" for an integrated wi ndow ng
and note processing utility software program Petitioner
al so pleaded that the mark in the registration it seeks
to cancel is nerely descriptive of the goods specified in
the registration and had not acquired distinctiveness.
Respondent’s answer denied that petitioner had priority,
deni ed that confusion is |ikely, and denied that the
registered mark is merely descriptive of the goods
specified in the registration. Respondent also pleaded
inits answer that petitioner had abandoned any rights it
may have had in the mark it asserted agai nst respondent’s
regi stered nmark.

Petitioner’s Chief Executive Oficer, M. Flowers,
who is not an attorney, has represented petitioner
t hroughout this proceeding. This created sonme procedural
probl ens which the Board has attenpted to correct during

the trial, which was conducted in accordance with the
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Trademark Rul es of Practice. Eventually, discovery and
the trial were conpleted, briefs were filed by both
parties, and an oral hearing was conducted before the
Boar d.

The issues which were pleaded and tried are whet her
petitioner’s mark is nmerely descriptive, and if so,
whet her it acquired distinctiveness prior to respondent’s
first use of its mark; whether petitioner, even if it had
priority, subsequently abandoned its mark; and if not,
whet her respondent’s mark so resenbl es respondent’s mark
and petitioner’s goods are so closely related to
respondent’ s goods that confusion is likely.

Petitioner, as plaintiff in this proceeding, has the
burden of proof with regard to priority and |ikelihood of
confusion. Respondent has the burden with respect to
proving that petitioner abandoned use of its mark. In
order to establish a prima facie case of abandonment,
respondent needed to show that petitioner had not used
its mark for a period of at |east three years with no
intent to continue use of the mark. |f respondent
managed to do this, then the burden shifted to petitioner
to show why this period of nonuse should not be

consi dered proof that petitioner has abandoned its nark.
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West Florida Seafood v. Jet Restaurants, 31 F.3d 1122, 31
UsSP2d 1660, (Fed. Cir. 1994).

Despite the Board’ s earlier warning that M. Flowers
needed to fam liarize hinself with proper Board practice
and procedure, the record denpbnstrates that M. Flowers
did not fully conprehend the requirenents set forth in
the Trademark Rul es of Practice. For whatever reason,
petitioner made of record no testinony of its own
witnesses and very little evidence.

As the Board s ruling on respondent’s notion to
di sm ss noted, the only docunments properly made of record
by petitioner are its 1984 copyright registration and
three advertisenents for petitioner’s software from 1984
and 1985. Petitioner’s record also includes portions of
the testinony deposition of Rao Remal a, an enpl oyee of
respondent who was involved in the devel opnment and
i ntroduction of the “W NDOWS” operating environment
software, taken by respondent, and respondent’s response
to Interrogatory No. 6.

As the Board ruled on April 3, 2001, the other
subm ssions of petitioner are not properly of record.
Further, respondent’s notion to strike the five articles
petitioner submtted during its rebuttal period is

granted. As respondent points out, these articles were
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submtted for the proposition that respondent first sold
goods under its registered mark after petitioner first
used its mark. The articles constitute inadm ssible
hearsay as to this proposition. Moreover, as the
testimony properly nade of record by respondent clearly
establ i shes, respondent established rights in its mark
well prior to the actual first sales transactions

i nvol vi ng goods bearing the mark by establishing use

anal ogous to trademark use of the mark in advertising and
pronotional activities as early as Septenber of 1983.
This use was followed soon by actual sales of product
bearing the mark. Accordingly, whether respondent’s
technical trademark use took place in 1984 or 1985 does
not really matter. That is, even if the five articles
were considered to establish respondent’s first technical
trademar k use, our conclusion with respect to priority
woul d not change. The record shows that petitioner did
not even exist until My of 1984, the year after
respondent first used its mark.

Respondent nmade of record the testinonial
depositions, with exhibits, of Jerry J. Dunietz, Rao
Ramal a, Scott Behm and M chael Harlan Van Al styne, al ong
with portions of the Decenmber 19, 1997 and June 8, 1998

di scovery deposition testinmny of M. Flowers, and
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documents properly submtted by means of respondent’s
Notice of Reliance.

VWhat the evidence shows is that respondent began use
of its registered mark to pronote its new product to
ori gi nal equi pment manufacturers of conputers and to the
press in the Fall of 1983, including at the national
i ntroduction of Mcrosoft’s “W NDOWAS” operating
environment software in New York and at the COVDEX trade
show in Las Vegas. Substantial publicity was given to
both events, and respondent spent a good deal of noney
promoting its goods under the “WNDOWS” mark from t hat
point forward, up to and including the testinony periods
in this proceeding.

By the close of 2001, respondent had spent an
astounding $1.2 billion for advertising and pronoting the
“W NDOWS” product, which has resulted in nore than $37
billion in sales. According to M. Van Al styne,
respondent’s senior financial analyst, at the tinme he
gave his testinony in July of 2001, there were over 384
mllion users of respondent’s product bearing the
“W NDOWS” trademark. Not surprisingly, in view of these
and other facts, the Board, in its ruling of April 25
2000, acknow edged that the “W NDOWS” mark, although

originally nerely descriptive of respondent’s product,
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was properly registered with respondent’s cl ai m of
acquired distinctiveness. The Board therefore dism ssed
the petition to cancel as it relates to petitioner’s
pl eadi ng that respondent’s registration should be
cancel |l ed because the mark is descriptive of the goods on
which it is used and has not acquired distinctiveness.

On the other hand, petitioner’s Chief Executive
O ficer testified that petitioner’s mark is descriptive
of petitioner’s progranms. According to M. Flowers, he
pi cked the mark “W NDOWPAD” for his conpany’s product

because “..the name | chose ...would describe the product
and give the individual an idea what it would do.
W ndowPad. You have a window and it’s |like a notepad.”
(Fl owers’ Decenber 19, 1997 deposition, at 22:13-30).

Al t hough the record conclusively shows that acquired
di stinctiveness resulted fromrespondent’s w despread
pronmotion and trenendous sales of its “WNDOAS" software,
nothing in this record establishes that petitioner’s mark
ever acquired distinctiveness as a tradenark.

In view of the fact that the record is also devoid
of evidence establishing any sales or pronotion of
petitioner’s “W NDOWPAD” software since 1987 (at the

| atest), that petitioner did not establish that its mark

acqui red secondary neaning is not critical. By show ng
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that petitioner has not used its mark on any products
sol d since then, respondent has established a prim facie
case of abandonment, and petitioner has failed to rebut
it wth anything other than self-serving testinony that
it intends to resunme use in the future and the
unsubst anti ated conjecture that old copies of its

sof tware, which was only usable with an obsol ete Tandy
conputer, mght be in use as training tools sonewhere.
Petitioner has not denonstrated ongoing use of its mark,
nor has it established any factual basis upon which the
Board coul d conclude that petitioner has a viable intent
to resunme use of its mark, or that its non-use is
excusabl e.

Not only has petitioner failed to prove that it used
its mark before respondent’s use of its mark, but
petitioner has also not rebutted respondent’s prima facie
showi ng that petitioner abandoned its mark through non-
use. Because petitioner cannot claimrights in a mark it
abandoned nore than a decade ago, we do not even get to
t he question of whether the marks, as applied to the
goods of the parties, so resenble each other that
confusion is likely.

DECI SION: The petition to cancel is dismssed with

pr ej udi ce.



